REMARKS 

Claims 16-47 are pending in the present application. Claims 16-47 stand rejected. No 
claims have been allowed. Claims 16, 34 and 44 have been amended herein. Claims 35 and 
45-47 have been canceled. No new claims have been added. 

I. Claim Rejections under 35 U.S.C. § 102 

Claims 16-22, 30 and 34-39 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 6,024,640 to Walker, et al. ("Walker"). In particular, the 
Office Action states that Walker "teaches ... a game server [and] ... a financial server." 
Applicants respectfully traverse. 

Applicants respectfully incorporate prior remarks regarding Walker not teaching a 
game server and a separate financial server. Clarifying amendments have been made to 
independent claim 16 to recite that these servers are separate physical items, which is an 
aspect that is clearly not taught by Walker. Although the pending rejections of claim 16 and 
all dependent claims therefrom are thus overcome, Applicants have nevertheless elected to 
incorporate dependent claim 47 into independent claim 16. Similarly, dependent claims 35 
and 46 have been incorporated into independent claim 34, and dependent claim 45 has been 
incorporated into independent claim 44. Claims 35 and 45-47 have accordingly been 
canceled. Because claims 46 and 47 are patentable over the prior art of record, for the 
reasons provided below, Applicants respectfully submit that the pending § 102 rejections of 
claims 16 and 34 are overcome for at least this additional reason. Because remaining 
dependent claims 17-22, 30 and 36-39 all depend from one of claims 16 or 34, these claims 
are also patentable for at least the same reasons. 
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II. Claim Rejections under 35 U.S.C. § 103 

Claims 23, 24, 46 and 47 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Walker in view of U.S. Patent Publication No. 2001/0039204 Al to 
Tanskanen, et al. ("Tanskanen"). Further, claims 25, 26 and 40 stand rejected under 35 
U.S.C. § 103(a) as being unpatentable over Walker and Tanskanen in view of U.S. 
Publication No. 2202/01 1 1213 Al to Mcentee, et al. ("McEntee"). Still further, claims 27- 
29, 41, 44 and 45 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Walker 
and Tanskanen in view of U.S. Publication No. 2002/0066041 Al to Lemke ("Lemke"). 
Also, claims 31-33, 42 and 43 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Walker, McEntee and "Lemke" in view of U.S. Publication No. 2002/0085515 Al to 
Jaynes, et al. ("Jaynes"). Applicants respectfully traverse. 

With respect to Tanskanen, the Office Action states that Tanskanen "teaches the 
generating step occurring after the receiving step (Fig. 1, Para. 16)" and that Tanskanen 
"teaches the game server being configured to generated the predetermined outcome for . . . 
wager based games only after a user has purchased . . . the wager based games (Fig. 1, Para. 
16)." Applicants respectfully disagree. Tanskanen only states, "Once a selection is made, the 
betting service randomly selects game tickets and transmits them to the user" (Tanskanen, 
paragraph 16). However, "generating a predetermined outcome" is not the equivalent of 
"randomly selecting a game ticket," the outcome for which game ticket would already 
inherently be predetermined. As such, Tanskanen does not cure the deficiencies of Walker 
and the other recited prior art, since no recited reference teaches that a predetermined game 
outcome is generated only after the game is purchased. Because all pending claims include 
the element of generating a predetermined game outcome only after the game is purchased, 
all claims are patentable over the prior art of record for at least this reason. 
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III. Claim Rejections under 35 U.S.C. § 101 

Claims 16-33 stand rejected under 35 U.S.C. § 101, allegedly "because the claimed 
invention is directed to non-statutory subject matter." Applicants respectfully traverse. 

Applicants point out that an appropriate level of support exists in the specification as 
filed to claim a tangible system comprising a tangible game server and a separate tangible 
financial server. For example, such items are specifically noted and described in Figures 3 
and 9 and at paragraphs 59-62. Among other relevant passages, it is noted that "financial 
server 68 may be a computer or be associated with a computer having a processing unit," that 
"game server 70 is, or is associated with, a computing device, such as a processor," and that 
"personal gaming device 20 may communication with a variety of other devices ... in 
addition to the gaming server 70 and financial server 68, via a network." Applicants 
respectfully submit that it is clear from the written description that the claimed system 
comprises tangible items sufficient to meet the requirements of 35 U.S.C. § 101. 

Further, contrary to the suggestions of the pending Office Action, Applicants 
respectfully submit that the claimed game server does not necessarily perform the steps of a 
game itself via physical inputs and outputs. Rather, the game server of independent claim 16 
is simply "configured to accept input ... to generate a predetermined game outcome . . . and 
to transmit data regarding said predetermined game outcome." According to the claimed 
invention, the actual game play can occur on the personal gaming device itself, and the game 
server can act only to provide predetermined game outcomes. Applicants acknowledge that 
claim 16 does not recite the system component of the hand-held personal gaming device, 
since this component is the subject of dependent claim 17. Applicants respectfully submit 
that the tangible system of claim 1 6 having system components configured in the manner 
claimed is patentable subject matter and is also patentable over the prior art of record. 
Claims 17-33 all depend directly or indirectly from independent claim 16 and are patentable 
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for at least the same reasons as for claim 16. Accordingly, Applicants respectfully request 
the withdrawal of the § 101 rejections for claims 16-33. 

CONCLUSION 

Applicants respectfully submit that all claims are in proper form and condition for 
patentability, and request a Notification of Allowance to that effect. Authorization for 
charging an added claims fee is being submitted herewith, and it is believed that no other fees 
are due at this time. Should such authorization be inadvertently omitted, or should any other 
fee be required for any reason related to this paper or application, however, then the 
Commissioner is hereby authorized to charge said fee to Deposit Account No. 50-0388, 
referencing Docket No. IGT1P1 14X1 . The Examiner is respectfully requested to contact the 
undersigned attorney at the telephone number listed below with any questions or concerns 
relating to this application. 

Respectfully Submitted, 
BEYER WEAVER LLP 



Date: January 22, 2007 /justinwhite/ 

Justin A. White, Esq. 
Reg. No. 48,883 



P.O. Box 70250 
Oakland, CA 94612-0250 
(650) 961-8300 
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